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Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 17-26 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The claimed subject 
matter "computer readable medium" is directed toward a software program per 
se. Since a computer program is merely a set of instructions capable of being 
executed by a computer, the computer program itself is not a process. In 
contest, a claimed computer-readable medium encoded with a data structure 
defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data 
structure's functionality to be realized, and is thus statutory. 

Claims 1 7-22 that recite nothing but the physical characteristics of a 
form of energy, such as a frequency, voltage, or the strength of a magnetic 
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field, define energy or magnetism, per se, and as such are nonstatutory natural 
phenomena. Applicant is directed to specification page 19, line 22 to page 20, 
line 4, which discloses computer readable media as a carrier wave. See 0 'Reilly 
v. Morse, 56 U.S. (15 How.) 62, 1 12-14 (1853). However, a signal claim 
directed to a practical application of electromagnetic energy is statutory 
regardless of its transitory nature. See 0 'Reilly, 56 U.S. at 1 1 4-1 9; In re 
Breslow, 616 F.2d 516, 519-21, 205 USPQ221, 225-26 (CCPA 1980). 
See MPEP 2106 (b)-(c). 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

4. Claims 27-28, 32-33 are rejected under 35 U.S.C. 103(a) as being 



unpatentable over Stai (6,401,128) in view of Rene Salle (US 2002001 3848 Al). 
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Regarding claims 27 and 32, Stai (6,401 ,128) discloses System and method for 
sending and receiving frames between a public device and a private device. In 
Stai, a method for communicating between a first private network { network at 
port 1 1 OA-fig. 1 ) and a second private network (network at port 1 1 0E, fig. U 
configured from nodes (NL-port 1 1 0A-1 1 0E, fig. 1 ) in a public network 
infrastructure (public network 100-fig.l), comprising: 

means for receiving a non-tunneled packet from a source node in the 
first private network, see column 2, lines 2-10; 

means for determining whether the packet (from node in network at NL 
port 1 1 Oa-fig. 1 ) is destined for the second private network (in the network at 
NL port 1 10a, fig.l), see column 4, lines 8-29; 

(1 ) means for obtaining an address mapping corresponding to the 
destination node (col. 4, lines 30-38); and 
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(2) means for sending the packet over a channel (bidirectional arrow, 
fig. 1 ) to the destination node using the address mapping, the address mapping 
reflecting a relationship between (a) an internal address for the destination 
node for use in communicating among nodes in the second private network 
(col. 4, lines 39-54) and(b) an external address for the destination node 
suitable for communicating over the public network infrastructure (col. 5, line 
62-coL6, line 33). 

Stai discloses all the claimed limitations, except (1) acquiring a channel 
key associated with a channel based on the determination. 

However, in the same field of endeavor, Rene Salle (US 2002001 3848 Al) 
discloses generating session keys for the secure channel, see 0047 
(corresponding to (1)). Therefore, it would have been obvious to an artisan to 
apply Rene Salle's teaching to Stai's system with the motivation being to 
provide a secure communication between networks. 
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Regarding claims 28 and 33, Stai discloses when the data packet sending from 
an end-station 1 1 E-fig.l to a FL port 1 05-fig.l , the packet is encapsulated 
(corresponding to adding external address) for transmission to a destination 
node 106a in the public network 102-fig.l through the private loop 108, see 
column 4, line 39-col.5, line 1 5. 

5. Claims 29-31 , 34-36 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Stai (6,401 ,128) in view of Rene Salle (US 2002001 3848 Al ) 
as applied to claims 27 and 32 above, and further in view of Satyanarayanan 
(6,662,192) 

Regarding claims 29 and 34, Stai discloses all the claimed limitations, except 
(1 ) encrypting the packet. 

However, in the same field of endeavor, Satyanarayanan (6,662,1 92) 
discloses encrypting key to all data in transit (fig. 2, step 1 96)(corresponding to 
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(1)). Therefore, it would have been obvious to an artisan to apply 
Satyanarayanan's teaching to Stai's system with the motivation being to provide 
secured data being accessed with authorization. 



Regarding claims 30 and 35, Stai discloses all the claimed limitations, except 
(1 ) means for accessing the address mapping based on a determination that the 
packet is destined for the second private network. 

However, in the same field of endeavor, Satyanarayanan (6,662,198) 
discloses server database node 1 2 for mapping the destination of packet of 
network A to network B, see fig.l 5 (corresponding to (1 )). Therefore, it would 
have been obvious to an artisan to apply Satyananrayanan's teaching to Stai's 
system with the motivation being to prevent unauthorized access to files and 
data which must remain segregated between private networks. 
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Regarding claimd 31 and 36, Stai discloses all the claimed limitations, except 
(1) determining whether an address mapping exists for a destination address in 
the packet. 

However, in the same field of endeavor, Satyanarayanan discloses the 
received packet being determined for access or denial, see col.l 1 , lines 6-1 7 & 
47-63, as if authorized, address is existed for indicating the authorization- 
emphasis added. Therefore, it would have been obvious to an artisan to apply 
Satyanarayanan's teaching to Stai's system with the motivation being to provide 
access to data to only authorized users. 

Allowable Subject Matter 

6. Claims 1 -1 6, 37 allowed over the prior art. 

Response to Arguments 

7. Applicant's arguments with respect to claims have been considered but 
are moot in view of the new ground(s) of rejection. 



Application/Control Number: 09/839,300 Page 9 

Art Unit: 2616 

8. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Phuongchau Ba Nguyen whose 
telephone number is 571 -272-31 48. The examiner can normally be reached 
on Monday-Friday from 1 0:00 a.m. to 2:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Doris To can be reached on 571-272-7629. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-21 7- 
91 97 (toll-free). 
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